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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on May 2, 2008 has been entered. 

WITHDRA WN OBJECTIONS 

2. All objections of record in the previous Office Action mailed November 2, 2007 have 
been withdrawn due to Applicant's arguments and amendments in the specification in the 
submission filed on May 2, 2008 

WITHDRA WN REJECTIONS 

3. All rejections of record in the previous Office Action mailed November 2, 2007 have 
been withdrawn due to Examiner's reconsideration of the rejections. 

NEW REJECTIONS 
Claim Rejections - 35 USC §103 

4. Claims 1, 4-7 and 10-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Allen et al. (USPN 5,932,336) in view of Fischer et al. (USPN 4,243,576). 

5. In regard to independent claim 1, Allen et al. teach an article of footwear (shoe, item 10, 
Fig. 1, 2 and 6) comprising an upper, item 12, and a sole, item 14, wherein the sole has an 
outsole for directly contacting a ground surface (outsole, item 60, Fig. 6) (col. 5, lines 39-41 and 
col. 6, lines 64-67). Allen et al. teach that the article of footwear comprises at least one element 
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(frame, item 50) (col. 6, lines 22-45, Fig. 4-6). Allen et al. teach that the outsole, item 60, 
comprises a material (which corresponds to Applicant's claimed "second material of the 
outsole") that is less hard than the at least one element (frame, item 50) because Allen et al. that 
the material of the frame, item 50, is harder than the material of the outsole, item 60 (col. 6, lines 
29-38 and col. 6, line 64-col. 7, line 13). The material of the outsole, item 60, of Allen et al. is 
less dense than the at least one element (frame, item 50) because the material of the outsole, item 
60, of Allen et al. is softer than the material of the frame, item 50 (col. 6, lines 29-38 and col. 6, 
line 64-col. 7, line 13), and therefore serves as a cushioning material (col. 7, lines 14-17) and 
provides more of a cushioning effect than frame, item 50, provides in the combination of the 
frame and outsole (col. 7, lines 14-17), so the density of the outsole, item 60, is necessarily less 
than that of the frame, item 50, since the cushioning outsole is more easily compressed (there are 
necessarily spaces, that are either visible to the naked eye or not, that exist in the cushioning 
material which allow the cushioning material to compress when a sufficient force is applied to 
the cushioning material, which render the cushioning material less dense that the material of the 
frame, which is not a cushioning material). The material of the outsole, item 60, is compatible for 
compression molding with the at least one element (frame, item 50) because the outsole and the 
frame coexist in the same final product (Fig. 4-6). The recitation "compression molded with the 
outsole" (line 4) is a method limitation that has not been given patentable weight since the 
method of forming the article is not germane to the issue of patentability of the article itself. The 
recitation "compression molded with" (line 4) does not recite any structural or compositional 
limitations of the claimed final product or of any components of the claimed final product. Allen 
et al. teach that the frame is preferably comprised of a polyurethane or thermoplastic 
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polyurethane (col. 6, lines 29-32) and that the frame is comprised of spike (cleat) receptacles 
(col. 6, lines 23-29). 

Allen et al. fail to teach that the frame is formed from a material comprising at least 45% 
ethylene vinyl acetate, approximately 30% polyene elastomer and approximately 20% synthetic 
rubber and the frame is not damaged during a bending test under the claimed conditions. 

Fischer et al, however, disclose a composition that is suitable for compression molding 
(col. 2, lines 14-18) that comprises about 40 to 70% by weight of ethylene vinyl acetate and two 
elastomeric materials (elatomeric materials are rubbers), such as ethylene propylene rubber, 
ethylene propylene diene rubber and other rubbers (col. 2, line 22-col. 3, line 8). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
have used the blend of ethylene vinyl acetate, a polyene elastomer and another rubber as the 
material of the frame of the compression molded outsole of Allen since the blend taught by 
Fischer et al. is a suitable elastomeric material for compression molding as taught by Fischer et 
al. Since Fischer et al. teach the blend claimed by Applicant, using the blend of Fischer et al. 
necessarily results in a frame that is not damaged during a bending test under the claimed 
conditions. 

In regard to claim 4, Allen et al. teach that the second material of outsole, item 60, 
comprises thermoplastic polyurethane or a thermoplastic polyurethane/thermoplastic rubber 
blend (which is a rubber and a thermoplastic polyurethane) (col. 6, line 66-col. 7, line 3). 

In regard to claim 5, Allen et al. teach that the second material of outsole, item 60, 
comprises a thermoplastic polyurethane/thermoplastic rubber blend and therefore both a rubber 
and a thermoplastic polyurethane (col. 6, line 66-col. 7, line 3). 
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In regard to claim 6, the at least one element (frame, item 50) of Allen et al. is outwardly 
visible on the sole (Fig. 6). 

In regard to claim 7, the at least one element (frame, item 50) of Allen et al. comprises a 
plurality of elements (the portion of frame, item 50, that corresponds to sections 30, 32 and 34 in 
Fig. 2 and the section consisting of two spikes, 40d and 40g, in section 32 in Fig. 2: comparison 
of the location of frame 50 in Fig. 6 with Fig. 2 makes it clear that spikes 40a-q sit on top of 
frame 50 (col. 5, line 63-col. 6, line 4 and col. 6, line 1 1-22), and both of these elements of the 
plurality of elements are outwardly visible on the sole (Fig. 2). 

In regard to claim 10, the at least one element (frame, item 50) of Allen et al. provides 
torsional reinforcement for the sole since Allen et al. teaches that the combination of outsole 60 
and frame 50 provides good crosswise stability (col. 7, lines 14-17). 

In regard to independent claim 11, Allen et al. teach an article of footwear (shoe, item 10, 
Fig. 1, 2 and 6) comprising an upper, item 12, and a sole, item 14, wherein the sole has an 
outsole for directly contacting a ground surface (outsole, item 60, Fig. 6) (col. 5, lines 39-41 and 
col. 6, lines 64-67). Allen et al. teach that the article of footwear comprises at least one element 
(frame, item 50) (col. 6, lines 22-45, Fig. 4-6). Allen et al. teach that the article of footwear 
comprises at least one cleat receptacle (spike sockets/receptacles, item 54) (frame, item 50) (col. 
6, lines 22-29, col. 7, lines 44-52 and Fig. 6). Allen et al. teach that the outsole, item 60, 
comprises a material (which corresponds to Applicant's claimed "second material of the 
outsole") that is less hard than the at least one element (frame, item 50) because Allen et al. that 
the material of the frame, item 50, is harder than the material of the outsole, item 60 (col. 6, lines 


Application/Control Number: 10/615,681 Page 6 

Art Unit: 1794 

29-38 and col. 6, line 64-col. 7, line 13). The material of the outsole, item 60, of Allen et al. is 
less dense than the at least one element (frame, item 50) because the material of the outsole, item 
60, of Allen et al. is softer than the material of the frame, item 50 (col. 6, lines 29-38 and col. 6, 
line 64-col. 7, line 13), and therefore serves as a cushioning material (col. 7, lines 14-17) and 
provides more of a cushioning effect than frame, item 50, provides in the combination of the 
frame and outsole (col. 7, lines 14-17), so the density of the outsole, item 60, is necessarily less 
than that of the frame, item 50, since the cushioning outsole is more easily compressed (there are 
necessarily spaces, that are either visible to the naked eye or not, that exist in the cushioning 
material which allow the cushioning material to compress when a sufficient force is applied to 
the cushioning material, which render the cushioning material less dense that the material of the 
frame, which is not a cushioning material). The material of the outsole, item 60, is compatible for 
compression molding with the at least one element (frame, item 50) because the outsole and the 
frame coexist in the same final product (Fig. 4-6). The cleat receptacles (spike 
sockets/receptacles, item 54) are accessible for attachment of a non-metal cleat (col. 9, lines 9-22 
and Fig. 6). The recitation "compression molded with the outsole" (line 4) is a method limitation 
that has not been given patentable weight since the method of forming the article is not germane 
to the issue of patentability of the article itself. The recitation "compression molded with" (line 
4) does not recite any structural or compositional limitations of the claimed final product or of 
any components of the claimed final product. Allen et al. teach that the frame is preferably 
comprised of a polyurethane or thermoplastic polyurethane (col. 6, lines 29-32) and that the 
frame is comprised of spike (cleat) receptacles (col. 6, lines 23-29). 
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Allen et al. fail to teach that the frame is formed from a material comprising at least 45% 
ethylene vinyl acetate, approximately 30% polyene elastomer and approximately 20% synthetic 
rubber and the frame is not damaged during a bending test under the claimed conditions. 

Fischer et al, however, disclose a composition that is suitable for compression molding 
(col. 2, lines 14-18) that comprises about 40 to 70% by weight of ethylene vinyl acetate and two 
elastomeric materials (elatomeric materials are rubbers), such as ethylene propylene rubber, 
ethylene propylene diene rubber and other rubbers (col. 2, line 22-col. 3, line 8). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
have used the blend of ethylene vinyl acetate, a polyene elastomer and another rubber as the 
material of the frame of the compression molded outsole of Allen since the blend taught by 
Fischer et al. is a suitable elastomeric material for compression molding as taught by Fischer et 
al. Since Fischer et al. teach the blend claimed by Applicant, using the blend of Fischer et al. 
necessarily results in a frame that is not damaged during a bending test under the claimed 
conditions. 

In regard to claim 12, Allen et al. teach that the second material of outsole, item 60, 
comprises thermoplastic polyurethane or a thermoplastic polyurethane/thermoplastic rubber 
blend (which is a rubber and a thermoplastic polyurethane) (col. 6, line 66-col. 7, line 3). 

In regard to claim 13, Allen et al. teach that the second material of outsole, item 60, 
comprises a thermoplastic polyurethane/thermoplastic rubber blend and therefore both a rubber 
and a thermoplastic polyurethane (col. 6, line 66-col. 7, line 3). 

In regard to claims 14 and 15, the at least one element (frame, item 50) of Allen et al. 
comprises a plurality of elements (the portion of frame, item 50, that corresponds to sections 30, 
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32 and 34 in Fig. 2 and the section consisting of two spikes, 40d and 40g, in section 32 in Fig. 2: 
comparison of the location of frame 50 in Fig. 6 with Fig. 2 makes it clear that spikes 40a-q sit 
on top of frame 50, col. 5, line 63-col. 6, line 4 and col. 6, line 1 1-22), and both of these elements 
of the plurality of elements includes a cleat receptacle, item 54 (Fig. 2 and 6). 

6. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Allen et al. (USPN 
5,932,336) in view of Fischer et al. (USPN 4,243,576) and in further view of McKay et al. 
(USPN 5,869,591). 

In regard to claim 3, Allen et al. and Fischer ct al. teach the article as discussed above in 
regard to claim 1 . While Allen et al. teach that the outsole 60 is formed of ethylene vinyl acetate 
(EVA) (col. 7, lines 12-13), Allen et al. fail to teach that the outsole 60 comprises a blowing 
agent. McKay et al, however, discloses that the composition in the form of shoe soles (and 
therefore for use as a material in shoes), athletic sponge pads and heat insulation (col. 54, lines 
32-34) is a foamed composition (col. 54, lines 30-32), and that a blowing agent may be used to 
form the foamed composition (col. 24, lines 5-19). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to have used a blowing agent to 
have foamed the EVA of the outsole 60 of the article taught by Allen et al. and Fischer et al. 
since a foamed EVA composition (col. 20, lines 58-65) is a well known composition for use in 
formation of athletic shoes as taught by McKay et al. 
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7. Claims 8,9, 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Allen et al. (USPN 5,932,336) in view of Fischer et al. (USPN 4,243,576) and in further view of 
Safdie(USPN 5,771,605). 

Allen et al. and Fischer et al. teach the article of footwear as discussed above in regard to 
claims 1 and 1 1 . 

Allen et al. and Fischer et al. fail to teach that the at least one element (frame, item 50) of 
Allen et al. includes a foil layer that is outwardly visible on the sole as claimed in claims 8 and 
16, or that the at least one element (frame, item 50) of Allen et al. includes an electroplated 
member that is outwardly visible on the sole as claimed in claims 9 and 17. 

Safdie, however, in regard to claims 8 and 16, discloses an image-display system for 
apparel such as shoes (col. 1, lines 1 1-25) that displays such images as foil images (col. 2, lines 
47-56). Safdie discloses that the display panel, item 32, is attached to a metal plate, item 22, (col. 
5, lines 7-9 and Fig. 1 and 12) which also may be considered a foil since Safdie teaches that it is 
cut from a sheet of metal (col. 5, lines 36-42). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have included an image-display 
system that comprises a foil layer of Safdie that is suitably sized on an exposed (outwardly 
visible) portion of the at least one element (frame, item 50) since it is well known to apply an 
image-display system that comprises a foil layer such as that of Safdie on a shoe in order to 
display an image that is desired to be displayed for the particular desired end use of the image 
(for example, a label) as taught by Safdie. 

Safdie, however, in regard to claims 9 and 17, discloses an image-display system for 
apparel such as shoes (col. 1, lines 1 1-25) that displays such images as foil images (col. 2, lines 
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47-56). Safdie discloses that the display panel, item 32, is attached to a metal plate, item 22, (col. 
5, lines 7-9 and Fig. 1 and 12), where the plate 22 is made of, or coated with, an electroplated 
metal (col. 5, lines 53-59). Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have included an image-display system that comprises 
an electroplated member of Safdie that is suitably sized on an exposed (outwardly visible) 
portion of the at least one element (frame, item 50) since it is well known to apply an image- 
display system that comprises an electroplated member such as that of Safdie on a shoe in order 
to display an image that is desired to be displayed for the particular desired end use of the image 
(for example, a label) as taught by Safdie. 

Response to Arguments 

8. Applicant's arguments regarding the 35 U.S.C. 103 rejection of record in the previous 
Office Action mailed November 2, 2007 are moot due to the withdrawal of the rejections in this 
Office Action. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Walter B. Aughenbaugh whose telephone number is (571) 272- 
1488. While the examiner sets his work schedule under the Increased Flexitime Policy, he can 
normally be reached on Monday-Friday from 8:45am to 5:15pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye, can be reached on (571) 272-3 186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Examiner, Art Unit 1794 
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